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Remarks 

This is in further response to the Notice of Non-Compliant Amendment mailed 
October 16, 2007. Text for withdrawn claims 22-39 and 61-73 is included in this response. 

In order to keep this response as self-contained as possible, a number of Applicants' 
arguments in the May 29, 2007 amendment are repeated verbatim herein. 

Applicants have, however, amended Claim 2 in the manner suggested by the 
Examiner. 

In the May 29, 2007 amendment, Applicants amended the claims to recite "consisting 
essentially of rather than "comprising." In the Advisory Action, the Examiner took the 
position that Applicants bear the burden of establishing that non-recited components 
materially change the characteristics of Applicants' invention. The Examiner cites MPEP 
2112 and In Re De Lajarte, 337 F.2d 870; 143 U.S.P.Q. 256 (CCPA 1964) in support of this 
position. 

Accordingly, Applicants offer the following comments with respect to the "consisting 
essentially of amendment. 

The transitional phrase "consisting essentially of is open to unlisted ingredients that 
do not materially affect the basic and novel properties of the invention. PPG Industries v. 
Guardian Industries Corp., 156 F. 3d 1351, 1354 (Fed. Cir. 1998). Applicants have amended 
the independent claims to use "consisting essentially of to help distinguish the claimed 
invention from the Siggel '603 patent. As discussed in the rejections and the response, Siggel 
'603 includes up to one percent (1%) of silicone oil. 

Applicants submit that the silicone oil would materially affect the basic and novel 
properties of Applicants' claimed invention and thus the transitional phrase "consisting 
essentially of excludes Siggel '603 and its silicone oil. 

The Examiner takes the position that Applicants have the burden of establishing that 
Siggel' s silicone oil would materially change the characteristics of Applicants claimed 
invention. 
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Applicants respectfully submit that Siggel '603 demonstrates that the silicone oil 
materially changes the characteristics of polyester filaments that are intended to be produced 
with "adjacent, separate discontinuous cavities" (Siggel's terminology). In particular, 
beginning at column 4 line 44, Siggel '603 admits that prior patents describe the use of 
silicone oils in producing filaments with either a plurality of discontinuous cavities or single 
cavities. Then, beginning at column 5 line 1, Siggel '603 argues that the silicone oil is 
required to produce the "plurality of adjacent separate discontinuous cavities" (line 3) that 
"are distributed very uniformly throughout the filament" (lines 14-15). These are merely 
exemplary citations because the necessity and use of silicone oil is mentioned in almost every 
paragraph of Siggel '603. 

Applicants accordingly submit that because Siggel '603 emphasizes the use of the 
silicone oil so strongly, the silicone oil necessarily describes an item that (in Siggel's opinion) 
affects the novel or basic characteristics of foamed polyester filament. 

The Examiner has cited the De Lajarte case in support of his argument. Applicants 
respectfully submit that although this case contains the statements relied upon by the 
Examiner, it also stands for the proposition that in appropriate circumstances, no justification 
exists for placing a burden on an applicant to conduct experiments to determine the difference 
in properties between a claimed invention and a cited reference. 



"In the total absence of evidence in the record to indicate that the 
amber glass disclosed by Lyle would be expected to have desirable 
electrical insulating properties, we can find no justification for placing 
the burden on applicant to conduct experiments to determine the 
insulating properties of the colored glass disclosed by Lyle. Although 
there are only very slight differences between the Lyle composition and 
that sought to be patented, we cannot assume that these small differences 
are incapable of causing a difference in properties. Appellant, in 
showing that his glass has basic and novel properties (at least as far as 
the record is concerned), would appear to have met his burden." 337 
F.2d at 874. 
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Applicants accordingly request that the Examiner reconsider the claimed subject 
matter, including the transitional phrase "consisting essentially of in light of these comments. 

Remarks From May 2007 

All of the independent claims (1, 40, 48, and 55) have been amended in response to 
the official action and consistent with the arguments presented herein. The independent 
claims now (i) include "consisting essentially of in the preamble, (ii) recite that the 
copolymer is one of polyester and polyethylene glycol with a specified percentage of 
polyethylene glycol, and (iii) recite the presence of submicron particles of a fluorocarbon 
nucleating agent. These recitations further distinguish the claimed invention from the art as 
applied to date. 

As set forth in the April 19, 2007 office action, the §102 rejections previously applied 
using Travelute No. 5,407,625 have been withdrawn. A number of other rejections remain, 
however, and are addressed herein. In particular, the independent claims have been rejected 
under various combinations of Siggel No. 4,164,603; Nichols No. 6,485,829; Li No. 
4,626,390; and Soehngen No. 4,290,987. 

Claim 1 

Claim 1 has been rejected as obvious under a combination of Siggel '603; Nichols 
'829; and Soehngen '987; or under a combination of Li '390 and Nichols '829. 

Applicants respectfully submit that Nichols '879 should be removed from the 
combination because the Examiner has included it based upon properties recited in Nichols, 
rather than any properties recited in the claims. 

Stated differently, using the properties of Nichols as motivation for properties that are 
absent from the claimed invention lacks logical foundation. Carried to an extreme, the 
properties of any prior art patent could be applied against any pending claim if the Examiner 
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is entitled to take motivation from the art that is completely absent from the claims or the 
specification. 

Stated in yet another manner, the Examiner's logic is circular. The Examiner 
identifies one property in a prior art patent (wetting and wicking characteristics) following 
which the Examiner asserts that the skilled person would seek to include those characteristics 
in claims that are silent with respect to such characteristics. Because the desire for improved 
wetting and wicking properties begins and ends with a single reference, these properties 
cannot support the inclusion of that reference into an obviousness combination. Stated 
differently, the Examiner has taken a hindsight approach by arguing that whatever Nichols 
sought from his invention, the Applicants must necessarily seek from the claimed invention. 
Nothing in the prior art, however, discloses or suggests that a polyethylene glycol-polyester 
copolymer will provide better foam than polyester standing alone. 

Specifically, Nichols includes a fraction of polyethylene glycol in solid polyester 
filaments and fibers for the purpose of increasing the wetting and wicking capability of those 
fibers. Neither the pending claims nor the pending specification, however, argue that wetting 
or wicking are necessarily desired properties. In fact, wicking is never mentioned in the 
pending specification or claims and wetting is only mentioned in that the invention provides 
advantages (Paragraph 0102) over wetted fluff pulp. 

Nichols was properly mentioned in the Applicant's original specification (Paragraph 
0021) because it helps enable the claimed foamed composition. Nichols developed the 
composition for other purposes, but the inventors have discovered a new use — enhanced 
production of foam fibers. Applicants are entitled to patent protection for such a new use. 

In terms of the combinations applied against the claims, Siegel '603 never refers to the 
wetting or wicking properties of fiber or filament, and thus it fails to provide the skilled 
person with any reason to select Nichols for that purpose. 
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Similarly, the wetting or wicking properties of fiber or filament are absent from 
Soehngen '987 and from Li '390. Thus, the skilled person has no reason to seek out Nichols 
to improve Li or Soehngen. 

The Examiner has also taken positions that Li '390 discloses the claimed range of 
functional void fraction because Li makes the general statement that voids occupy "at least 
about 10 percent" of the cross-sectional area the fiber. Li also has a least one example 
(Example 3 at column 8 line 61 through column 9 line 7) in which a foam fiber exhibits 15-20 
percent void space over the cross-sectional area of the fiber. 

Neither of Li's values, however, approaches the claimed recitation of, "more than 35 
percent functional void fraction." The Examiner has nevertheless taken the position that Li's 
recitation of more than 10 percent necessarily covers all void fractions greater than 10 
percent, including the claimed range. 

This argument lacks logical and legal foundation. First, the Examiner's argument 
could be extended to a 100 percent void fraction which would be a nonexistent fiber. More 
importantly, an applied reference must provide the skilled person with a sufficient description 
to place the public in possession of the recitation. Stated differently, a prior art reference 
must meet an enablement requirement before it can be fairly applied against a pending claim. 

In unpredictable arts, of which chemistry is a good example, the prior art must meet a 
correspondingly higher standard. Thus, with specific respect to Li, Applicants submit that it 
can be fairly taken as disclosing void fractions up to 20 percent, but no higher. Beyond 20 
percent, Li fails to offer the skilled person any information as to how to increase the void 
fraction consistent with the other necessary properties of the fiber. 

The invention, however, does provide the skilled person with the information 
necessary to obtain the indicated void fraction of at least 35 percent, and in some cases as 
great as 50-75 percent. 



Travelute 

Serial No. 10/813,893 
Filed: March 31, 2004 
Page 18 

Accordingly, Applicants submit that even when Li is combined with other references 
(and the combinations are inappropriate) Li neither discloses nor suggests the recitations of 
the pending claims. 

Siggel '603 has been applied for disclosing polyester with a relatively large void 
percentage (5-50 percent) and large number of cells per cross section (12-18). Siggel, 
however, includes silicone oil in order to obtain the desired result. Because the presence of 
such an oil may be undesired, inappropriate, or even function-destroying in other filaments, 
Applicants submit that its presence differentiates Siggel from the pending claims. In order to 
clarify this, the preambles of the independent claims have been amended to recite, "consisting 
essentially of," in order to distinguish between a foam filament containing silicone oil and the 
foam filament of the claimed invention. 

Although the swelling and stretching steps described by Soehngen may produce a 
material with openings, the net result is in the nature of a solid filament that has been pulled 
sufficiently under chemical stress to produce micro-porous openings. This is nonanalogous to 
the extrusion of a foamed polymer as set forth in the pending application. Accordingly, 
although the Soehngen patent nominally mentions that fluorinated hydrocarbons can be used 
as nucleating agents, no reason to exists for the skilled person to look to Soehngen' s swelling 
and stretching method in order to produce a foamed fiber. Thus, as in the case of the other 
references, the Soehngen reference appears to have been selected almost entirely in hindsight. 

Claim 40 

Claim 40 has been amended in a manner similar to Claim 1 and also contains the 
original recitation of the "different degrees of orientation along at least two adjacent 
longitudinal portions of the filament." Claim 40 is accordingly allowable over the 
combinations for the same reasons as is Claim 1. Claim 40 also recites the different 
orientations. To date, the Examiner has argued that Claim 40 would be obvious over a 
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combination of Li, Nichols, and Travelute No. 5,407,625. In particular, the Examiner argues 
that the orientation property would be obvious because it is disclosed in Travelute. 

In response, Applicants respectfully submit that by adding Travelute to the 
combination, the Examiner presents the skilled person with the following puzzle: combining 
a foam crimping method (Li) with a solvent stretching method (Soehngen) with a silicone oil 
process (Siggel) with a non-foamed filament (Travelute). No reason exist for the skilled 
person to pull individual steps from such different techniques other than the roadmap 
presented by the pending claims. 

For example, Siggel '603 and Soehngen '987 are inconsistent with one another 
because Siggel creates foam from a melt that includes the silicone oil and either a gas or a 
gas-generating agent. In contrast, Soehngen contacts hollow precursor fibers with a swelling 
agent, stretches the swelling agent-soaked fiber to form the microporous openings, and then 
removes the swelling agent to leave the openings behind. No reason exists other than the 
pending claims to pick desired individual elements out of context from each of these patents 
and then combine them. 

Stated positively, although the skilled person is expected to be aware of and take 
relevant information from the prior art, the skilled person will rationally avoid combining 
processes that are inconsistent with one another. Accordingly, the combination cannot be 
fairly applied against the pending claims. 

Claims 48 and 55 

Because claims 48 and 55 now include the same recitations as Claim 1, Applicants 
submits that the same considerations apply when evaluating the prior art and the combinations 
as applied to date. Accordingly, Applicants submit that claims 48 and 55 are allowable for 
the same reasons as Claim 1 . 

Claim 48, however, recites the additional structure of a hollow core and a foam sheath. 
None of the references disclose or suggest this combination. In rejecting Claim 48, 
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(Paragraph 12 of the office action) the Examiner admits that Li fails to disclose a hollow fiber, 
but makes an unsupported statement that, "there are no reasons why not to form the hollow 
self crimp foam fibers." 

This is a double negative statement that lacks logical support. "No deduction has two 
negative premises." Stanford Encyclopedia of Philosophy, Stanford University 
Metaphysics Research Lab, CLSI, http://plato.stanford.edU/entries/aristotle-logic/#PreStrAss 
(accessed May 28, 2005). 

The Examiner finds the art silent on the hollow foam fiber issue, and then adds the 
statement that no affirmative reason against hollow filaments is given, and then asserts that 
these two absences provide a positive disclosure in the absence of a realistic disclosure of 
either. Accordingly, Applicants respectfully submit that the double negative assertion cannot 
be used to elevate Li to a position of rendering the claims obvious, either with or without a 
further combination. 

Claim 55 has all the recitations of Claim 1 with the additional recitation of the 
irregular longitudinal surface effects. Applicants respectfully repeat and reincorporate the 
arguments supporting the allowability of Claim 1. More specifically, the Examiner has 
rejected claim 55 as obvious over Li or as potentially anticipated by Li. Once again, the 
Examiner argues from an absence of evidence, "it is not seen that the fiber could not have 
surface effects as set forth in the claims" (Paragraph 8 of the office action). Again, Applicants 
respectfully point out that two negative statements cannot serve as logical proof of a given 
deduction. Accordingly, Applicants submit that Li cannot be applied in this matter as against 
the pending claims. 

In Paragraph 8, the Examiner rejects independent Claim 55 as anticipated by or 
obvious over Li No. 4,626,390. In response, Applicants point out that Li never discloses the 
subject matter of Claim 55 within its four corners, and thus must be removed as a § 102 
reference. Specifically, Li fails to disclose the irregular longitudinal surface effects that in 
length are at least an order of magnitude greater than the average diameter of the fiber and 
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that in width are at least an order of magnitude smaller than the average diameter of the fiber. 
Absent this characteristic, Li cannot be applied as a 102 reference against Claim 55. 

As noted above, Applicants thus respectfully submit that because the independent 
claims are allowable, the dependent claims are allowable as well and thus no further specific 
comment is made about them. Applicant is, of course, willing to take them up on a case-by- 
case basis as may be necessary depending upon the disposition of the independent claims. 
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